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DETAILED ACTION 

1 . The Applicants' preliminary amendment filed January 28, 2005 is 
acknowledged. Claims 3-4, 7, 18-19 and 25-37 are deleted. Now, Claims 1-2, 5-6, 
8-17 and 20-24 are pending. 



Claim Rejections - 35 USC § 102 
2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 



Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 
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4. Claims 1-2, 8-10, 12, 14 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Naganawa (US 5 861 458). 

Naganawa discloses an aqueous mold release composition comprising a 
polysiloxane containing hydrolysable groups such as alkoxy, etc, an emulsifier, an 
alkaline substance (a base), a coloring agent, a thickener, etc. The polysiloxane can 
also contain hydroxyl groups, (col. 1, line 64 to col. 5, line 61) Examiner notes that 
the polysiloxane contains multiple functional groups. The polysiloxanes can 
crosslink among themselves. Thus, polysiloxanes are themselves crosslinkers. The 
composition does not contain VOC and have no flash point. Since the composition 
contains a base, the pH value should fall within the claimed range. 

5. Claims 1 1, 16-17, 22 and 24 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Naganawa. 

Naganawa discloses an aqueous mold release composition, supra, which is 
incorporated herein by reference. Since Naganawa discloses all the limitations of 
the instant claims except the properties or functions such as the claimed durability, 
uniformity of wetting, effectiveness of the release of a molded epoxy part, the 
extent of mold release transferred to a mold part, etc, and the examiner cannot 
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determine whether or not the reference inherently possesses properties which 
anticipate or render obvious the claimed invention but has basis for shifting the 
burden of proof to applicant as in In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 
(CCPA 1980). 

6. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Naganawa, optionally, in view of Wagner (US 5 464 586). 

Naganawa discloses an aqueous mold release composition, supra, which is 
incorporated herein by reference. Naganawa is silent on the use of a slip agent. 
However, Applicants admit, "[the] presence and/or amount of slip agent can be 
selected or determined within the specified range by a person of ordinary skill in 
the art based on the desired or observed release performance for a particular 
application." (Specification, [0034]) Thus, it would have been obvious to one of 
ordinary skill in the art at the time of the invention was made to add a slip agent in 
Naganawa' s mold release composition, if necessary, for further improving the 
release properties. Alternatively, Wagner teaches the use of a slip agent such as 
polytetrafluoroethylene in an aqueous mold release composition, (col. 2, lines 30- 
38) Therefore, it would have been obvious to one of ordinary skill in the art at the 
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time of invention to incorporate Wagner's slip agent in Naganawa's composition 
with expected success. 

7. Claims 15 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Naganawa. 

Naganawa discloses an aqueous mold release composition, supra, which is 
incorporated herein by reference. 

For Claim 15, Naganawa is silent on the use of a transfer control agent. 
However, Naganawa teaches the importance of the surface paintability. (col. 6, 
lines 1-10) Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of invention to add a transfer control agent into the composition. 

For Claim 21, Naganawa is silent on the claim viscosity. However, the 
viscosity of the composition can affect the coating process, thickness per coating, 
etc. As such, the viscosity is a Result-Effective variable. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of invention to utilize a 
composition with whatever viscosity through routine experimentation in order to 
afford a coating with desired properties. Especially, Applicants do not show the 
criticality of the viscosity. See MPEP 2144.05 (II). 
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8. Claims 1-2, 5-6, 8-17 and 21-24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Stephens (US 5 601 641) in view of Martin (US 6 294 
007). 

For Claims 1-2, 5-6, 8, 11-13, 15-17, 22 and 24, Stephens discloses an 
aqueous mold release composition comprising an alkyl trialkoxysilanes (a 
crosslinker), a methyl-terminated polydimethylsiloxanes emulsified polymer (a 
slip agent or a transfer control agent), surfactants such as a fluoroalkyl 
surfactant, a synthetic ethoxylated amine surfactant (a base), a silanol terminated 
polydimethyl siloxane, water, etc. (col. 2, lines 21-49) Stephens is silent on a 
thickener. However, it is well known that the viscosity of a mold release 
composition is important. Furthermore, Martin teaches the use of a thickener in an 
organopolysiloxane-based mold release. The motivation is to properly adjust the 
viscosity of the composition, (col. 8, line 47 to col. 9, line 4) In light of the benefit 
mentioned, it would have been obvious to one of ordinary skill in the art at the time 
of invention to incorporate a thickener in Stephens composition with expected 
success. Especially, Martin is in the same filed as that of Stephens' endeavor. 
Since Stephens discloses all the limitations of the instant claims except the 
properties or functions such as the claimed durability, uniformity of wetting, 
effectiveness of the release of a molded epoxy part, the extent of mold release 



Application/Control Number: 10/522,842 Page 7 

Art Unit: 1712 

transferred to a mold part, etc., and the examiner cannot determine whether or not 
the reference inherently possesses properties which anticipate or render obvious 
the claimed invention but has basis for shifting the burden of proof to applicant as 
in In re Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 1980). For Claims 9-10, 
Stephens' composition can contain a lower alkyl alcohol in an amount as low as 
0.5 wt%. (col. 2, lines 21-49) As such, a prima facie case of obviousness exists 
where the claimed ranges and prior art ranges do not overlap but are close enough 
that one skilled in the art would have expected them to have the same properties. 
Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. 
Cir. 1985) Since Stephens' composition is substantially the same as that of 
Applicants', both should have no flash points. For Claim 14, Stephens is silent on 
the use of a dye. However, Martin teaches the use of a dye. The motivation is to 
determine the coverage of the coating on the mold. (col. 8, lines 55-57) In light of 
the benefit, it would have been obvious to one of ordinary skill in the art at the 
time of invention to incorporate a dye in Stephens' composition. Especially, Martin 
is in the same field as that of Stephens' endeavor. For Claim 21, Stephens is silent 
on the claim viscosity. However, the viscosity of the composition can affect the 
coating process, thickness per coating, etc. As such, the viscosity is a Result- 
Effective variable. Therefore, it would have been obvious to one of ordinary skill 
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in the art at the time of invention to utilize a composition with whatever viscosity 
through routine experimentation in order to afford a coating with desired 
properties. Especially, Applicants do not show the criticality of the viscosity. See 
MPEP 2144.05 (II). For Claim 23, Stephens is silent on the claimed molecular 
weight range. However, the molecular weight of the silanol-terminated 
polydimethylsiloxanes can affect the crosslinking density, the brittleness, 
durability, etc. of the resulting coating. As such, the molecular weight of the 
polymer is a Result-Effective variable. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of invention to utilize a silanol- 
terminated polydimethylsiloxane having whatever molecular weight through 
routine experimentation in order to obtain a coating with desired properties. 
Especially, Applicants do not show the criticality of the molecular weight. See 
MPEP 2144.05 (II). 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy Gulakowski, can be reached on (571) 272-1302. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http ^/pair- 
direct, uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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